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n. REMARKS 

Claims 1, 2, 4-7, 9-13, 15-17, 23 axul 24 are pending in the atove-identified 
applicatioii and stand variously rejected. Claims 3, 5, 8, 14, 18-22 were previously * 
canceled. PythiftATnendmeg^t and respond claims 1 and 24 have been ammded. 
Siqyport fbx the ameaodments to claim 1 and 24 is fi»md in the application papers on page 
4, lines 3 to 21; page 5, lines 18 to 27; page 17, lines land 2 and page 17, line 26 to page 
19,luie29. An issoieofnewniiatter is notiaisedbylhese amendments and entry thei^ 
is respectfully requested. The amendmecnis to claims 1 and 24 axe made without 
prejudice or disclaimer and are not iT?t^^g*l to be a dedication to the public of the subj ect 
matter of the claims as previously presented 

In view of the preceding amendments and the remaiks which fbllow, 
reconsideratioin and removal of the rejections set forth in the Final Office Action is 
respectfiilly requested. 

Applicant previously filed a response ^ch the Office deemed non-conopliant for 
&ilttrc to list all claims, including canceled claims. Because the subject appiioetion is in 
after final status, this con^Iete substitute amendmsit and response ncmst be filed by 
Applicant . . 

Examiner Interview 

Applicant's under^gned attorney thanks the Examiner fbr the courtly extended 
to her during the March 31. 200S telephonic interview. AIthoug|i an agreement as to 
claim language as compared to the teachings of (he prior ait was not readied. Applicant's 
attorney believes that the interview was he^fiil to resolve the outstanding issues 
remaining in the subject plication. 

Applicant's rq)resentativ6 and the Examiner discussed the Peymen pot^ (U.S. 
Patent No. 5,964,748) and its application to the claims. Applicant's representative 
distinguished Peymen based on the remaiks set ibrOi infra^ however, the Office did not 
comment on whether Applicant's rcmarics and claim amendments would remove the 
grounds fisrrejectiotL 
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35 UAC§ 102(e) 

riaiTTifi 1, 2, 1 1 and 15-17 stand rejected under 35 U,S.C. § 102(e) as allegedly 
anticipated by Peyman, U.S. Patent Na 5^.748 (the '748 Patent). The Office alleged 
'Biat claim 1 and others are anticipated by the language of die *748 Patent, in particulan 
the embodiment of Figures 37-45 (column IS, line 30 et seq.)» & small incision 418 is cut 
in the satedor sur&ce of the cornea (cohmm 1 5, lines 42-47), a dnnilar chaimcl 
originating at one side of the mcision 418 is created (cohnnn 17, lines 19-31), the circular 
diannel is widened in certain locations to accommodate a ring of non-uniform cross- 
section (column 18, lines 4-11; column 13, lines 30-39; cohmm 3, Imes 58-61; column 
17, lines 28-31; cohimn 21, fines 46-49), and the intracc^eal implant 430 is intrmluced 
into the widened channd through the smaU incision 418 (colunm 16, The 
OfKce alleged that the distance fitnn the exposed side of the incision 418 to the circular 
channel can be 1.5 mm or even less (column IS, lines 43-46; column 17, lines 36-38). 
Hie Office noted as another exasq^lc, in the embodiment dqpicted in Hgore 89 (column 
29, lines 45-58), a relatively small accurate slit 1 1 IS**"' is formed in the exterior surface 
of the cornea 1 112, a circular intracomeal channel 1120**^ is created, the circular channel 
is widened (column 29, lines 54-55), and **an ocular in^lant can be inserted into the 
annular pocket" (colmnn 29, lines 56-57). Regarding dalm 2, the Office noted column 
17, lines 36-40; column 12, lines 35-37; and Figures 41-45. Regarding claims 16 and 17, 
the Office noted column 16, line 63, tbrou^ column 17, line 5. 

The Office alleged that the circular channel shown in Peyman is widened in 
certain locations to accommodate a ting of non-uniform cross-section citing column 1 8, 
lines 4-11; column 13, lines 30-39; column 3, lines 58-61; cohmm 17, lines 28-31; 
column 21, lines 46-49, and the intracomeal impiasA 430 is introduced into tfad widened 
channel through the small incision 41 8 (column 16, lines 63-67). The Office also 
directed Applicant to Figure 89 (column 29, lines 45-5 8), wherein a relatively small 
accurate slit 1118'**' is formed in the exterior surface of the cornea 1112, a circular 
intracomeal channel 1 120**** is created, the circular channel is widened (column 29, 
lines 54-55), and "an ocular implant can be inserted into the annular pockef (column 29, 
lines 56-57). 
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Applicant respectfully traverses. AppHcant does not claim a procedure or iniplant 
feat requires removal of corneal tissue prior to ttie insertion of an implant Aikiended 
ffiflim 1 and its dependants now niore clearly point out that AppUeant'smel^^ 
defects in vision by cutting a smaU incision in the anterior SQi£^ cornea, without 
tissue ablation of ttie eye. Tho '748 Patent, in contrast, teaches ablation or ranoval of 
eye tissue to correct vision. Thus, because die *748 Patent does not teach each and every 
element of the claims, tiie rejection is inqiroper and ttierefore shoxUd be removed. 

35U.S.C.§103 

Claims 6, l\ 23 and 24 stand rejected under 35 U.S.C. § 103 as allegedly obvious 
the *748 patent Hie Office argued that side legs as set fortfi in instant claims 6, 8, and 1 3 
would have been obvious from column 13. lines 32-3S» and column IS, lines 64^, in 
Older to accommodate the shs^ of the ocular material 430 (column 17, Unes 28*31; 
Figure 42), with further motivation havinig been provided by Figures 27 and 36« 
Regarding claim 24, the Office aDeged that tool 450 being arc^diaped wou^ 
obvious in order to match the circular shs^ of ibe pocket 426 and/or a curved incision 
(column 1 5, lines 43-44). 

Applicant respectfully traverses. Claims 6 and 13 are directed to a method of 
claim 1 , 'wherdn the intracoitteal channel is widened without tissue ablation by inserting 
a channel-widening dissector blade with a side leg (claim 6) and rotating the blade and 
side leg to form the channel and pocket (claim 13). Claims 23 and 24 are directed to a 
method for inserting an intracomeal continuous ring inzplant in the cornea of the eye by 
creating a small incision in die com^ of the eye and fimning a pocket in the cornea 
without tissue ablation. Thcinq7laiitisthcnin5citedixitottieeyo(claim24)anditcanbe 
folded prior to insertion (claxrn 23). 

AS noted in Applicant's rebuztal of the refection of the claims under 3S U.5.C. § 
102(e), the methods disclosed in the *748 Patent require tissue ablation. In contrast. 
Applicant's melbod does not require cutting of tissue. Because die tissue is not cut, die 
eye is not traumatized and scar tissue does not fi)rm. Notonly is excessive trauma to the 
eye avoided by Applicant's method, but also the procedure claimed by Applicant can be 
reversed. (See page 9, lines 8 to 12 of ^licant's specification.) 
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aaims 4, 5, 7, 9/lO and 12 stand rejected xaida 35 U5.C § 103, as allegedly 
unpatentable over Peyman (the *748 Patent) in view of Malfais ct aL, UJS. Patent No, 
S,846,256. The Office argacdi tbat to employ fhe clockwise and connter-dodcwise 
disset^oTS and dianneloonnectois tau|^ in Mathis etaL would have been obvious in 
order to provide better matddng of tiie circular intracomeal channel dimension with those 
of the ring tn^)lant 430 of the '748 Patent, with fur&er motivation to use complementally 
shaped tools having been provided by colunm 17. lines 19-22, 28-31, 39-42 and 49-51 of 
the '748 Patent 

Applicant respeotfiilly traveisea. Claims 4» S, 7, 9, 10 and 12 each depend 
directly or indirectly fiom claim 1. Applicant ro-asserts and incorporates by reference the 
remarks in response to fhe rejections under 35 U.S.C. § lQ2(e). The r^ected claims are 
not taug^ or suggested by tiie primary reference (the *748 Patent) because the Patent &ils 
to teach cor suggest the creation of a dicular intracomeal channel without tissue ablation. 
Ibe secomlazy reference. Mafhis et aL. U^. Patent No, 5,846^6, &iU to shore up the 
deficiencies of ttic '748 Patent Additionally, Applicant's claimed methods provide 
advantages over the cited art because Applicant's methods do not require cutting of 
tissue. Because the tissue is not cut» the eye is not traumatized and scar tissue does not 
form. Not only is excessive trauma to the eye avoided by Applicant's method, but also 
the procedure is reversible and the implant can be removed* 

For these reasons, the rejection is improp^ and Applicant respectfully requests its 
withdrawal. 
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HL CONCLUSION 

Hie Coimiiissioner is hereby authorized to diaige any additional fees which may 
be ^<^qmTed Iry thig pftp'^t »^y nygipayment to Deposit Agcoimt No. 5(V2S 1 8, 

Tftferftnftmg hilHn g np.! 2023915-7004262001, If a tdephoneinlcivicw would advance 
the prosecution of this qiplication, the RYaminftr is invited to telephone the undersigned 
attorney at the number provided below. 

DATE: May 5. 2005 Respcctfiilly submitted. 




Antoinette F. Konski 
Registration No.: 34^02 



Bingham McCutchen LLP 
Three Embaicadero Cent^ . Suite 1 800 
San Francisco, Cali£mua 941 1 1 
Telephone: (650)849-4950 
Tele&x: (650)849-4800 
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